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REMARKS 

Claims 24-A3 are pending and under examination in the instant application. With this 
amendment, Applicants amend claim 37. 

In her office action mailed January 30, 2004, the Examiner has issued rejections of 
claims 24-34, and 37 but has not considered claim 35, 36, and 38-43 that were introduced by 
Applicants in their amendment and response filed November 12, 2003. An indication of the 
status of claims 35, 36, and 38-43 is kindly requested in the Examiner's next communication. 

Amendments to the Claims 

Applicants amend claim 37 to recite a "method" thereby correcting a lack of 
antecedent basis in the term "metal" as pointed out by the Examiner. Claim 37 now properly 
limits the subject matter of claim 24 from which it depends. No new matter has been 
introduced by this Amendment, and Applicants respectfully request entry thereof. 

REJECTIONS OF THE CLAIMS 
Rejections of the Claims Under 35 U.S.C. 8 112 AT 2) 

The Examiner has rejected claims 27 and 37 under 35 U.S.C. § 112 (second 
paragraph) as allegedly being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

The Examiner has noted that "mild steel 1010" constitutes a particular grade of steel 
but has asserted that this grade of steel is not of record. In response, Applicants attach 
herewith a data sheet for a commercially available sample of mild steel 1010 for the purpose 
of demonstrating that such a steel is known in the art. Moreover, Applicants therefore submit 
that the term mild steel 1010 would be familiar to one of ordinary skill in the art. Applicants 
respectfully point out that an Applicant is free to use terms that are familiar to one of ordinary 
skill in the art without burdening a patent specification with superfluous definitions. As held 
by the Federal Circuit: "[t]he legal standard for definiteness is whether a claim reasonably 
apprises those of skill in the art of its scope." In re Warmerdam, 33 F.3d 1354, 31 USPQ2d 
1754 (Fed. Cir. 1994). Accordingly, since one of ordinary skill in the art would be familiar 
with the term mild steel 1010, Applicants respectfully submit that claim 27 is not indefinite 
and respectfully request that the rejection of record be withdrawn. 
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Applicants have amended claim 37 herein to correct the dependency on claim 24 
thereby rendering the rejection of record moot. Accordingly, Applicants respectfully request 
removal of the rejection of record. 

Rejections of the Claims Under 35 U.S.C. § 103(a) 

The Examiner has rejected claims 24-34 under 35 U.S.C. § 103(a) as allegedly being 
obvious over Jayaraman, et al, Appl. Microbio. & Biotech., 47:62-68 (1997) ("Jayaraman") 
in view of Sekine, et a/., J. Electrochem. Soc, 139(1 1):3167-3173 (1992) ("Sekine"), and 
Hardoyo et al.,Appl. and Environ. Microbio., 60(10):3485-3490 (1994) ("Hardoyo"). 
Applicants respectfully traverse the rejection on the grounds that the Examiner has not 
articulated a motivation to combine the cited references. 

In her office action mailed January 30, 2004, the Examiner urges Applicants to 
consider the references in combination and not separately from one another. In response, 
Applicants kindly ask the Examiner to consider the following remarks. 

The Examiner is respectfully reminded that the U.S. Patent and Trademark Office 
("PTO") bears the burden of establishing a prima facie case of obviousness. In re Bell, 26 
USPQ2d 1529 (Fed. Cir. 1993). In order to establish a prima facie case, the PTO must 
identify some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify or combine the 
reference teachings in the manner suggested by the PTO. In re Rouffet, 149 F.3d 1350, 47 
USPQ2d 1453 (Fed. Cir. 1998). 

Applicants' claims recite methods for reducing corrosion on a metal, comprising 
forming a biofilm that comprises bacteria that secrete a polyanion. As previously discussed, 
Jayaraman discloses a method of reducing corrosion by forming a bacterial biofilm, without 
disclosing use of bacteria that secrete a polyanion. The Examiner has alleged that the 
deficiencies of Jayaraman can be found in a combination of Hardoyo and Sekine which 
disclose, respectively, genetic engineering of bacteria to secrete a polyphosphate, and 
inhibition of corrosion of steel by certain anionic polymers. Applicants submit, however, that 
the Examiner has failed to provide a motivation in the cited references for their combination. 

Specifically, Sekine discloses that a number of cationic and anionic polymers inhibit 
corrosion of steel. None of the anionic polymers disclosed by Sekine is a polyphosphate (the 
anion disclosed by Hardoyo); instead, they are all derivatives of either polymaleic acid or 
polyacrylic acid (see Sekine, Table I, p. 3168). 

Hardoyo discloses a strain of E. Coli that has been genetically engineered to release 
polyphosphate. Hardoyo is silent as to secretion of other polyanionic compositions and 
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makes no reference to the use of polyanionic secretions for inhibition of corrosion. Because 
the compounds taught by Sekine are different from those taught by Hardoyo, one of skill in 
the art would not be motivated to either modify the teaching of Sekine to use a bacteria to 
produce a polyanion, or to modiy the teaching of Hardoyo to use the compounds taught 
therein to inhibit corrosion. 

Similarly, one of ordinary skill in the art would not have been motivated to combine 
the teachings of either Sekine or Hardoyo with Jayaraman because there is no teaching in any 
of the cited references that a bacterial biofilm can be modified to secrete a corrosion- 
inhibiting polyanionic composition. The mere teaching of Hardoyo that bacteria can be 
engineered to secrete a polyphosphate is not sufficient to bridge the gap without a separate 
teaching in the prior art that polyphosphate itself inhibits corrosion of metals. 

Accordingly, Applicants respectfully submit that the Examiner is engaging in the 
impermissible use of hindsight when piecing together the cited references to reach 
Applicants' claimed invention. The Examiner is respectfully reminded that the teaching or 
suggestion to make the claimed invention must be found in the prior art, not in the 
Applicant's disclosure. In re Vaeck, 20 USPQ2d 1438 (Fed. Cir. 1991). 

In conclusion, Applicants respectfully submit that the cited references in combination 
are not sufficient to render Applicants' claim 24 obvious and respectfully request withdrawal 
of the rejection of record. Furthermore, none of the cited references discloses secretion of a 
polypeptide by a bacterium, or use of a polypeptide to inhibit corrosion of a metal. 
Therefore, claims 41 and 43 are similarly non-obvious over the cited references. Dependent 
claims are nonobvious under 35 U.S.C. § 103 "if the independent claims from which they 
depend are nonobvious." 837 F.2d 1071; 5 USPQ.2d 1596; MPEP 2143.03. Accordingly, 
claims 25^40 and 42 are similarly nonobvious over the combination of references, and 
Applicants respectfully request the Examiner's acknowledgment of the same. 

CONCLUSION 

In view of the remarks presented hereinabove, Applicants respectfully submit that the 
subject application is in good and proper order for allowance. Withdrawal of the Examiner's 
rejections and early notification to this effect are earnestly solicited. 

If, in the opinion of the Examiner, a telephone conference would expedite the 
prosecution of the subject application, the Examiner is encouraged to call the undersigned at 
(650) 493-4935. 
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The Commissioner is authorized to charge any underpayment or credit any 
overpayment to Morgan, Lewis & Bockius LLP Deposit Account No. 50-0310 (order no. 
60825-0273) for the appropriate amount. A copy of this sheet is attached. 



Respectfully submitted, 

Date: June 1,2004 

Richard G. A. Bone 

Limited Recognition under 37 C.F.R. § 10.9(b) 

(Copy of Certificate attached hereto) 

For David R. Owens Reg. No. 40,756 

MORGAN, LEWIS & BOCKIUS LLP 

3300 Hillview Avenue 

Palo Alto, CA 94304 

(650) 493-4935 
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